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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

OMEGA, S.A.,

OPPOSER,

v.

ALPHA PHI OMEGA,

APPLICANT.

Opposition Nos. 
91197504 (Parent) &

          91197505 (Child)

Serial Nos. 
77950436 & 77905236

ALPHA PHI OMEGA’S OPPOSITION TO MOTION TO DELAY 
CONSIDERATION OF MOTION FOR SUMMARY JUDGMENT &

FOR DISCOVERY 

It is a baseless insult for Omega to accuse Alpha Phi Omega of  “holding back” evidence 

of third-party merchandising by fraternities and sororities of affinity goods bearing insignia 

containing the Greek alphabet letter, Ω, and its phonetic equivalent, the word, Omega. The 

utterly unwarranted attacks are especially egregious for at least two reasons. 

One reason Omega’s insulting position is so egregious is because three times prior to the 

commencement of discovery we disclosed the information for which Omega now feigns 

“surprise” and sandbagging. At the very outset of these Oppositions, nearly four years ago, we 

corresponded with Omega’s counsel proving multiple examples of third-party fraternity and 

sorority merchandising of affinity goods bearing insignia containing the Greek alphabet letter, Ω, 

and the word, Omega. See Applicant’s Exhibit 1 (December 27, 2010 correspondence with 

enclosures). Again we did so prior to the commencement of discovery. See Applicant’s Exhibit 2 

(May 5, 2011 correspondence). 

With both of these items, we informed Omega’s counsel that  the Alpha Tau Omega 

Fraternity has been in operation since, 1865, the Alpha Chi Omega Sorority has been in 
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operation since 1885, and the Chi Omega Sorority has been in operation since 1895. 

Then – a third time – in our initial disclosures, (1) we identified these organizations as 

witnesses and (2) identified the documentary evidence to which Omega now feigns “surprise” 

disclosing as follows:

Categories of documents and tangible things within the possession, 
custody or control of Applicant, which it may use to support its 
claims and defenses in this action:

2. Examples of widespread use of the Omega word and 
symbol, Ω, on fraternity and sorority jewelry and other 
merchandise dating back to the 1800s.

See Applicant’s Exhibit 3 (Initial Disclosures).

The second reason Omega’s insulting position is so egregious is that even though the 

evidence to which it now feigns surprise was actually disclosed prior to formal discovery 

requests, and then formally disclosed in our Initial Disclosures, Omega never followed up in 

discovery inquiring further about any of this information. The reason the readily available 

examples of third-party fraternity and sorority merchandising of affinity goods bearing insignia 

containing the Greek alphabet letter, Ω, and the word, Omega were not yet again produced in 

discovery is simply because none of Opposer’s numerous discovery requests inquired about the 

previously disclosed third party use of similar marks dating back to the 1800s. See Applicant’s 

Exhibits 4, 5, 6, and 7 (Opposer’s Requests for Admissions, Interrogatories and 2 sets of Request 

for Production). Instead, Opposer wrongly focused all its discovery attention on Applicant, its 

commercial history, and its knowledge of Opposer.  For whatever peculiar strategy reason, it 

avoided this information even though we early on emphasized that widespread third-party 

fraternity and sorority merchandising of affinity goods bearing insignia containing the Greek 

alphabet letter, Ω, and the word, Omega is likely dispositive in these Oppositions.  In addition to 

the detailed early disclosures of our contention a major problem with the Oppositions is the 
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widespread third-party fraternity and sorority merchandising of affinity goods bearing insignia 

containing the Greek alphabet letter, Ω, and the word, Omega, in both Applicant’s Exhibits 1 and 

2, we specifically pointed out the Alpha Tau Omega Fraternity has been doing so since, 1865, 

the Alpha Chi Omega Sorority has been doing so since 1885, and the Chi Omega Sorority has 

been doing so since 1895. Yet, Omega never followed up with any discovery requests directed to 

any of this information. 

Whether Omega has been in psychological denial behaving like an ostrich trying to

ignore information destructive to is claim, or was simply “negligent” in its failure to propound 

any discovery relating to the information so destructive to its Opposition is not credible grounds 

to further delay these nearly four year old Opposition proceedings. Nor is it credible grounds to 

reopen discovery to allow it to now take additional depositions. 

There have been too many delays. 19 times Opposer’s counsel requested and procured 

our consent to suspensions “pending settlement discussions” by telling us they were awaiting 

settlement authority from Opposer. Typically many, many months would pass, and then Omega 

would issue an overreaching proposal. The first such overreaching proposal was  rejected 

following which the same suspension cycle would continue for many more months before 

Opposer would then issue a proposal typically nothing more than a re-wording of the essence of 

the previously rejected overreaching proposal(s). These delays, of course, are at least temporarily 

as successful as prevailing in Opposition, they keep the registry clear of the opposed marks.1

The persistent delays of this proceeding have continued too long. Discovery is long 

closed. Twice prior to discovery we emphasized to Opposer (1) the ongoing use by the Alpha 

                                                
1 One must wonder if Omega is using the same tactics in its consolidated Oppositions to the Omega Psi Phi 
Fraternity applications of the  to register its marks (TTAB Proceeding 91183834; continuing ongoing “suspensions 
pending settlement discussions” for nearly 6 years, since March, 2008) , and Omega’s consolidated Oppositions to 
the  Lambda Tau Omega Sorority applications of the to register its marks (TTAB Proceeding 91208652; continuing 
ongoing “suspensions pending settlement discussions” since March, 2013)  
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Tau Omega Fraternity of the Greek alphabet letter, Ω, and the word, Omega, since 1865, (2) the 

ongoing use by the Alpha Chi Omega Sorority of the Greek alphabet letter, Ω, and the word, 

Omega, since 1885, and (3) the ongoing use by the Chi Omega Sorority of the Greek alphabet 

letter, Ω, and the word, Omega, since 1895. In our Initial Disclosures, we listed Designees of 

each of these organizations as witnesses and further disclosed the existence of “documents and 

tangible things within the possession, custody or control of Applicant, which it may use to 

support its claims and defenses in this action” including “[e]xamples of widespread use of the 

Omega word and symbol, Ω, on fraternity and sorority jewelry and other merchandise dating 

back to the 1800s.” Whether intentional or the result of carelessness, inattention, or other 

negligence, Opposer failed to propound any discovery requests directed to this information, nor 

did it seek to depose the Designees.  Whether intentional or the result of carelessness, inattention, 

or other negligence, Opposer failed to propound any discovery relating to any third-party 

fraternity and sorority merchandising of affinity goods bearing insignia containing the Greek 

alphabet letter, Ω, and the word, Omega, a controlling issue in these Oppositions. 

We are not here dealing with a procedural situation where Opposer is seeking to extend 

discovery which would require merely a showing of  “good cause.” What we are here dealing 

with is a procedural situation in which Opposer is seeking to reopen discovery which requires a 

showing of “excusable neglect.” FED. R. CIV. P. 6(b).

Even if discovery were not closed, Opposer is lacking the lesser “good cause” requisite to 

extend. Although the Board “liberally” grants extensions, good cause is lacking when a party has 

been negligent in pursuing discovery. See American Vitamin Prods., Inc. v. DowBrands Inc., 22 

USPQ2d 1313, 1314 (TTAB 1992) (“the Board is liberal in granting extensions of time before 

the period to act has elapsed, so long as the moving party has not been guilty of negligence”). 
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Delay in seeking discovery though  counters against a claim of good cause to extend. See 

Luehrmann v. Kwik Kopy Corp., 2 USPQ2d 1303, 1305 (TTAB 1987) (“mere delay in initiating 

discovery does not constitute good cause for an extension of the discovery period . . . .To allow 

an extension . . . would be to reward petitioner for its delay in initiating discovery”); see also 

TBMP § 403.04 and Nat’l Football League v. DNH Mgmt., LLC, 2008 TTAB LEXIS 3, at *4  

(TTAB, Jan 29, 2008) (“When . . . a party does not serve written discovery requests until the 

final day of discovery . . . a motion to extend discovery will ordinarily be denied”).  And here, 

we are not dealing with mere delay until late in the discovery period to propound discovery. 

Rather, here we are dealing with a case where Opposer never propounded any discovery relating 

to third-party fraternity and sorority merchandising of affinity goods bearing insignia containing 

the Greek alphabet letter, Ω, and the word, Omega, a controlling issue in these Oppositions. 

Even under the Board’s “liberal” good cause standard to allow an extension of discovery, an 

extension would be inappropriate.

So Opposer certainly can not satisfy the more rigorous “excusable neglect” standard to 

reopen the closed discovery period. As noted by Federal Circuit agreeing with the Board’s 

application of this standard, excusable neglect is lacking when a party’s “failure to take the 

proper steps at the proper time” is the “consequence of  the party’s own carelessness, inattention, 

or willful disregard.” Hewlett-Packard Co. v. Olympus Corp., 931 F.2d 1551, 1552-53 (Fed. Cir. 

1991). This is precisely the situation we have here, Omega is seeking to unnecessarily further 

delay these proceeding by reopening discovery to allow it to force Applicant, a non-profit 

organization, to jet it counsel to Memphis and San Diego, as well as travel to Indianapolis for 

depositions relating to information repeatedly disclosed in these proceeding, information 

Opposer never sought to follow-up on in discovery. Its failure to seek discovery relating to third-
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party fraternity and sorority merchandising of affinity goods bearing insignia containing the 

Greek alphabet letter, Ω, and the word, Omega, is the “consequence of  the party’s own 

carelessness, inattention, or willful disregard.” Id.  

This is not a case of sandbagging. “Disingenuous” is a nice word describing Omega’s 

feigned claim of “surprise” associated with the information it pleads justifies reopening 

discovery for various depositions across the country.  A better word to describe Omega’s 

approach and demeanor is “denial,” denial in the sense of the psychological deficiency in which 

Omega refuses to acknowledge the information repeatedly brought to its attention. Ignoring our 

correspondence where we brought the pertinent information to the attention of Omega’s counsel 

is one thing. Most striking though – no, most shocking – is Omega’s mistaken claim the 

information was never disclosed in discovery. The witnesses and exhibits were actually 

disclosed to Omega in Applicant’s Initial Disclosures.  It is not our fault Omega ignored this 

information rather than specifically address it with discovery requests. Like the metaphorical 

ostrich hiding it’s head in the sand, Omega ignores the pertinent facts every time they are 

brought to Omega’s attention. It is no one’s fault other than Omega that it never sought 

discovery relating to the key information brought to its attention in detail at the outset of this 

litigation, again brought its attention prior to discovery, and again formally brought to its 

attention in our Initial Disclosures. It is a misrepresentation to the Board when Omega asserts 

this information was not brought to its attention until just prior to the filing of the pending 

Motion for Summary Judgment. What Omega ignores in its refusal to acknowledge reality is that 

this precise information was brought to its attention at the very outset of these Oppositions. In a 

December 27, 2010 cover letter to Omega’s counsel provided with our Answers, we pointed out 

to them –
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We assume you understand that there are numerous Greek letter 
collegiate fraternal organizations, and that each one typically uses 
a combination of two to three Greek alphabet letters as its name.  
Many of these utilize the Greek alphabet letter “Omega” in their 
name.  Perhaps you were unaware that there is a well-established 
niche market through which Greek letter collegiate fraternal 
organizations make available for purchase by their members 
various affinity products, including clothing, badges, jewelry and 
so forth containing their Greek names and letters, including various 
of those organizations that use the Greek alphabet letter “Omega” 
in their name.

Our brief research reveals an extensive amount of third-party use 
of the Greek letter “Omega” by Greek organizations.  For example, 
the website of just one Greek jewelry vendor, 
http://www.hjgreek.com/index.cfm?event= 
Products.showOrganizations, displays jewelry for six Greek 
organizations which include the word “Omega,” namely, Alpha 
Chi Omega, Alpha Omega Epsilon, Alpha Phi Omega, Alpha Tau 
Omega, Chi Omega and Omega Tau Sigma.  Printouts for each of 
these organizations prominently displaying clothing and jewelry 
with the word “Omega” are enclosed for your review.  It is worth 
noting that at least two of these, Alpha Chi Omega and Alpha Tau 
Omega, founded respectively in 1885 and 1865, predate your 
client.  Further, a simple online Google search reveals an 
additional four Greek organizations which include the word 
“Omega,” namely, Omega Psi Phi, Alpha Omega Theta, Alpha Nu 
Omega and Gamma Phi Omega.  Enclosures demonstrating 
advertisement of clothing and jewelry bearing these organizations’ 
names are also attached for your review.  Given the widespread use 
within the Greek community of the Greek letter “Omega” in 
connection with clothing and jewelry, we hope you will agree that 
the pending oppositions are not good candidates for successful 
dilution claims. 

See Applicant’s Exhibit 1 (emphasis added).  With this correspondence, we included many of the 

documents of which Omega now feigns “surprise.” Further, the internet website link provided to 

Omega’s counsel in that letter, http://www.hjgreek.com/index.cfm?event= 

Products.showOrganizations, is the website from which numerous of the pages are found which 

were included with the Declarations for which Omega now feigns “surprise.” It is disingenuous 

for Omega to claim it was unaware of this information until the end of July, 2014.

http://www.hjgreek.com/index.cfm?event=%20Products.showOrganizations
http://www.hjgreek.com/index.cfm?event=%20Products.showOrganizations
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Not only was all of this information brought to the attention of Omega’s counsel in 2010 

(Applicant’s Exhibit 1),  it was again brought to their attention in a letter dated May 5, 2011 –

Alpha Phi Omega has been in existence for over 85 years, since 
1925.  Jewelry bearing the Alpha Phi Omega name or Greek 
Alphabet letters has been produced for that entire time period. For 
however long Omega SA has been doing business in the United 
States markets, the parties have coexisted without any instances of 
confusion known to us.  Are you aware of any?  We expect there 
has been none. Considering that Alpha Phi Omega is a collegiate 
fraternal organization, just like numerous other collegiate Greek 
letter fraternities and sororities who utilize the Greek Alphabet 
letter “Omega” in their name, we would be quite surprised if 
anyone ever confuses Omega SA’s commercial endeavors and 
products with fraternities and sororities or their Greek affinity 
merchandise. 

This firm and Alpha Phi Omega’s merchandising company also 
represent the Alpha Tau Omega Fraternity, founded in 1865, and 
the Alpha Chi Omega Sorority, founded in 1885. Jewelry bearing 
both of these organizations names or Greek Alphabet letters has 
been produced for them ever since their founding dates, dates 
which predate any first use of the Omega SA marks anywhere,
much less here in the States.

This firm and Alpha Phi Omega’s merchandising company also 
represent the Chi Omega Sorority, founded in the spring of 1895 
apparently about simultaneous with the first use of the Omega SA 
marks. Chi Omega is the largest collegiate sorority and like all 
fraternities and sororities, jewelry bearing it name or Greek 
Alphabet letters has been produced for it since its founding. See 
Trademark Registration No. 1,361,759.

See Applicant’s Exhibit 2 (emphasis added). 

We provided this information to Omega’s counsel’s in the 2010 correspondence, again in 

the 2011 correspondence, and again formally in our Initial Disclosures. See Applicant’s Exhibit 

3. Notwithstanding having this information at least three times brought to their attention, Omega 

here seeks to further delay disposition of this proceeding and to reopen discovery to allow it to 

now take depositions in Indianapolis, Memphis and San Diego relating to the following:
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Dan Shaver Declaration: It is disingenuous for Omega to claim “surprise” relating to 

the Declaration of Dan Shaver in which he describes how fraternities and sororities typically 

merchandise their names and Greek alphabet letters on jewelry and other affinity merchandise to 

note membership in their respective fraternity or sorority. In our Initial Disclosures, this was 

clearly brought to their attention. We identified him and disclosed his “[g]eneral knowledge 

relating to the history of the fraternity and sorority system in the United States; the Greek affinity 

products market and common usage by fraternities and sororities of their names and initials on 

jewelry and other merchandise.”

Alpha Tau Omega Declaration: It is disingenuous for Omega to claim “surprise” 

relating to the Declaration the Alpha Tau Omega Fraternity which notes the founding of that 

fraternity in 1865 and the common use of the fraternity name and Greek letter insignia, ATΩ, on 

merchandise used by members to indicate their membership in the organization, including use of 

the ATΩ insignia on jewelry continuously since 1865. In addition to bringing this information to 

the attention of Omega’s counsel in the 2010 correspondence and again in the 2011 

correspondence, this information was also formally disclosed in our Initial Disclosures. In our 

Initial Disclosures, we identified Alpha Tau Omega Fraternity and disclosed that its Designees 

could provide information relating to “[t]he history of their organization and the use of the 

Omega word and symbol, Ω, on jewelry and other merchandise.”  

Alpha Chi Omega Declaration: It is disingenuous for Omega to claim “surprise” 

relating to the Declaration the Alpha Chi Omega Fraternity, a fraternity for women commonly 

referred to as a sorority. This Declaration notes the founding of the sorority in 1885 and the 

common use of the sorority name and Greek letter insignia, AXΩ, on merchandise used by 

members to indicate their membership in the organization, including use of the AXΩ insignia on 



- 10 -

jewelry continuously since 1885. In addition to bringing this information to the attention of 

Omega’s counsel in the 2010 correspondence and again in the 2011 correspondence, this 

information was also formally disclosed in our Initial Disclosures. In our Initial Disclosures, we 

identified Alpha Chi Omega and disclosed that its Designees could provide information relating 

to “[t]he history of their organization and the use of the Omega word and symbol, Ω, on jewelry 

and other merchandise.”  

Chi Omega Declaration: It is disingenuous for Omega to claim “surprise” relating to the 

Declaration the Chi Omega Fraternity, a fraternity for women commonly referred to as a 

sorority.  This Declaration notes the founding of that sorority in 1895 and the common use of the 

sorority name and Greek letter insignia, XΩ on merchandise used by members to indicate their 

membership in the organization, including use of the XΩ insignia on jewelry continuously since 

1895. In addition to bringing this information to the attention of Omega’s counsel in the 2010 

correspondence and in the 2011 correspondence, this information was also formally disclosed in 

our Initial Disclosures. In our Initial Disclosures, we identified Chi Omega and disclosed that its 

Designees could provide information relating to “[t]he history of their organization and the use 

of the Omega word and symbol, Ω, on jewelry and other merchandise.”  

Omega cannot candidly state it was “surprised” by the Shaver, Alpha Tau Omega, Alpha 

Chi Omega, and Chi Omega Declarations, nor can it complain about the documentary materials 

included therewith. All of this information was repeatedly brought to its attention, by 

correspondence dated December 27, 2010, (Applicant’s Exhibit 1 ), by correspondence dated 

May 5, 2011, (Applicant’s Exhibit 2), and formally in our Initial Disclosures, (Applicant’s 

Exhibit 3).
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If indeed the Initial Disclosures were inadequate, Omega was freely able to bring a 

motion so claiming. See TBMP § 523.01, However, such a motion is untimely unless brought 

prior to the close of discovery. See TBMP § 523.03. Regardless, there was nothing deficient 

about the Initial Disclosures, the Initial disclosures plainly put Omega on notice of the 

information relating to which it now feigns “surprise.”

The truth remains, dating back to 2010, and repeatedly thereafter, it was brought to the 

attention of Opposer and its counsel that numerous fraternities and sorororities have “Omega” in 

their name, fraternities and sororities commonly utilize their insignia on jewelry and other items,

and Alpha Tau Omega has done so since 1865, Alpha Chi Omega has done so since 1885, and 

Chi Omega has done so since 1895.  In our Initial Disclosures, we listed Dan Shaver, and 

Designees of Alpha Tau Omega, Alpha Chi Omega, and Chi Omega as witnesses. 

For Omega to claim it is now “surprised” by this information is ludicrous. It is not our 

fault Omega for some peculiar reason never sought any follow up discovery relating to this 

information. That strategy decision is Omega’s self-inflicted problem, it is the “consequence of  

the party’s own carelessness, inattention, or willful disregard.” Hewlett-Packard Co. , 931 F.2d 

at 1552-53 (Fed. Cir. 1991). It is not excusable neglect warranting further delays and the 

reopening of discover to allow Omega to force Applicant’s counsel to jet across the country to 

defend depositions never sought during the discovery period. 

Omega cannot candidly claim to be surprised by the Declarations. It is not our fault 

Omega propounded no discovery requests specifically relating to this information. It is not our 

fault Omega did not take Dan Shaver’s deposition during the discovery period. Both he and the 

information he authenticates were disclosed and described in our Initial Disclosures. And many 

of the documentary items appended to his Declaration were earlier provided to Omega’s counsel 



- 12 -

back on December 27, 2010, (Applicant’s Exhibit 1). It is not our fault Omega did not take 

depositions of the Designees of Alpha Tau Omega, Alpha Chi Omega, and Chi Omega. Each of 

them, and the information they authenticate was disclosed and described in our Initial 

Disclosures. And many of the documentary items appended to the Declarations were earlier 

provided to Omega’s counsel back on December 27, 2010, (Applicant’s Exhibit 1).   

It’s not our fault Omega became like an ostrich. Those identified in Initial Disclosures 

should “reasonably be viewed as possible witnesses.” Jules Jurgensen/Rhapsody, Inc. v. 

Baumberger, 2009 TTAB LEXIS 472 (TTAB, July 6, 2009); see also Spier Wines (PTY) Ltd. v. 

Shepher, 2012 TTAB LEXIS 218, at *9 (TTAB, June 12, 2012) (“persons identified in initial 

disclosures may reasonably be viewed as possible trial witnesses”). One such as Omega “will not 

now be heard to complain. Time Warner Entm’t Co. v. Jones, 65 USPQ2d 1650, 1656-57 (TTAB 

2002) Omega had “the opportunity to notice and take discovery depositions . . . of persons with 

knowledge of relevant facts. In these circumstances, [Opposer’s] claim that [it] was deprived of 

the opportunity to obtain discovery . . .  is not persuasive.” Id.

This is not a situation where neither the witness nor the documents were identified until 

our pre-trial disclosures, but even if it were, Omega would be hard-pressed to claim prejudicial 

surprise. 

[A]pplicant’s attempt to present evidence of third-party use… 
should not have come as a surprise because it is common practice 
to introduce third-party use to demonstrate that a mark is weak 
and, therefore, entitled to only a narrow scope of protection. The 
documents. . . were equally accessible to opposer, i.e., they were 
publicly available via the internet. 

Mfrs. Tech. Insts., Inc. v. Pinnacle College, LLC, 2013 TTAB LEXIS 478, 6-7 (TTAB Sept. 4, 

2013) quoting Rocket Trademark Pty Ltd. V. Phard S.p.A., 98 USPQ2d 1066, 1071-72 (TTAB 

2011).

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=91+U.S.P.Q.2D+%28BNA%29+1443
http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=2013+TTAB+LEXIS+478
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For Omega to claim surprise simply because persons with knowledgeable information 

were not re-identified in response to an interrogatory inquiry about which witnesses we may 

have decided to present at trial misses the point. Omega cannot candidly claim surprise. 

In identifying individuals through initial disclosures, a party need 
not identify all those that may be called at trial as potential "trial 
witnesses" . . . . However, because individuals identified through 
initial disclosures have knowledge that the disclosing party may 
use to support its claims or defenses, the persons identified in 
initial disclosures may reasonably be viewed as possible trial 
witnesses.

Spier Wines (PTY) Ltd. v. Shepher, 2012 TTAB LEXIS 218, 8-9 (Trademark Trial & App. Bd. 

June 12, 2012) (quoting Jules Jurgensen/Rhapsody, Inc. v. Baumberger, 91 USPQ2d 1443, 1443 

n.1 (TTAB 2009)) (emphasis added).

This is not a case of failure to supplement, or prejudicially late supplementation. There is 

no “obligation to provide supplemental or corrective information that has been otherwise made 

known to the parties in writing or during the discovery process. Fed.  R. Civ. P. 26(a)(1)(A)(i); 

see also Galaxy Metal Gear, Inc. v. Direct Access Technology, Inc., 91 USPQ2d 1859, 1861 

(TTAB 2009) and TBMP § 414 (7) (same). “There is no real surprise for applicant to cure.” 

Sheetz of Dela., Inc., v. Doctor’s Assocs. Inc., 2013 TTAB LEXIS 468, at *10.

Omega propounded 53 Request for Production, 22 Request for Admissions, and 29 

Interrogatories. See Applicant’s Exhibits 4, 5, 6, and 7. For some reason though, none of those 

discovery requests specifically addressed the key defenses brought to Omega’s attention in detail 

with the cover letter to our Answers, information brought to Omega’s attention in detail in later 

correspondence, and then again brought to Omega’s attention in our Initial Disclosures. 

Although we cannot fathom the strategic reason short of a refusal to recognize reality, for some 

reason Omega never saw the need to propound any discovery requests specifically directed to 

investigating the information so many times brought to its attention. Dan Shaver and the other 

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239


- 14 -

Declarant’s were formally brought to Omega’s attention in our initial disclosures. The link to the 

website of the jeweler specializing in fraternity and sorority jewelry from which many of the 

attachments to the Declarations were taken was provided to Omega’s counsel back December 27, 

2010, (Applicant’s Exhibit 1), along with an assortment of multiple representative point of 

purchase displays showing fraternity and sorority merchandise. “There is no real surprise for 

applicant to cure.” Sheetz of Dela., Inc., 2013 TTAB LEXIS 468, at *10.

The fact that Opposer did not propound any discovery requests relating to the oft 

previously disclosed third party use of similar marks dating back to the 1800s demonstrates how 

insulting it is to accuse Applicant’s counsel of “holding back” information. 

Granted the undersigned informed Opposer’s counsel it is impossible to review 

Applicants records dating back over 90 years to locate any records relating to“the date of the 

first”  clothing bearing any of Applicant’s insignia or “the date of the first”  watches bearing any 

of Applicant’s insignia or even the initial decision to allow the production of watches bearing 

any of the insignia, and therefore was not holding back anything responsive to those requests. 

But that does not warrant the utterances of insults we misled counsel about the evidentiary basis 

of our defenses in this proceeding. In our initial disclosures we explicitly put Opposer on notice 

of our witnesses and –

Categories of documents and tangible things within the possession, 
custody or control of Applicant, which it may use to support its 
claims and defenses in this action:

2. Examples of widespread use of the Omega word and 
symbol, Ω, on fraternity and sorority jewelry and other 
merchandise dating back to the 1800s.

See Applicant’s Exhibit 3. And, prior to our initial disclosures, we even provided multiple 

examples of third-party fraternity and sorority merchandising of affinity goods bearing insignia 

containing the Greek alphabet letter, Ω, and the word, Omega. See Applicant’s Exhibit 1.  

http://web.lexisnexis.com/research/xlink?app=00075&view=full&interface=1&docinfo=off&searchtype=le&search=105+U.S.P.Q.2D+%28BNA%29+1239
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None of the 104 discovery requests propounded by Omega specifically address the 

information Omega now claims should justify further delaying these proceeding and reopening 

discovery. Perhaps the closest general request is the invalid and properly objected to Request for 

Production No. 42 which requested “all documents that applicant contends are relevant to this 

proceeding.”  Such a request is properly objectionable as vague and overbroad in violation of the 

rule that a Request for Production “must describe with reasonable particularity” what is sought. 

See Fed. R. Civ. P. 34(b)(1)(A). Indeed, as the Board itself notes, such an overly broad request 

“may be disregarded.” Kegan v. Lane, 1998 TTAB LEXIS 276 at *3 (TTAB, Apr. 15, 1998) 

(“document request which requires applicant to produce documents ‘relevant to our interrogatory 

requests or to our admissions requests’ is overbroad and vague and may be disregarded”). Indeed 

rather than assuring Omega’s counsel anything and everything relevant to this case had been 

produced, we did just the opposite, in the meet and confer, we informed Opposer’s counsel we 

have not yet begun trial preparation, are standing by this objection to the overly broad request for 

production of “anything and everything relevant” to this proceeding. See Applicant’s Exhibit 8 

(Declaration of Jack A. Wheat).

None of the proper discovery requests have anything at all to do with the Declarations 

Omega objects to with feigned cries of “prejudicial surprise.” There is no “obligation to provide 

supplemental or corrective information that has been otherwise made known to the parties in 

writing or during the discovery process. FED.  R. CIV. P. 26(a)(1)(A)(i); see also Galaxy Metal 

Gear, Inc. v. Direct Access Technology, Inc., 91 USPQ2d 1859, 1861 (TTAB 2009) and TBMP § 

414 (7) (same). 

Whether intentional or the result of carelessness, inattention, or other negligence, 

Opposer did not propound any discovery relating to any third-party fraternity and sorority 
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merchandising of affinity goods bearing insignia containing the Greek alphabet letter, Ω, and the 

word, Omega. Likewise, Omega’s failure to take the third party depositions during discovery is 

the “consequence of  the party’s own carelessness, inattention, or willful disregard.” Hewlett-

Packard Co. , 931 F.2d at 1552-53 (Fed. Cir. 1991). It is not excusable neglect warranting 

further delays and the reopening of discovery to allow Omega to force Applicant’s counsel to jet 

across the country to defend depositions never sought during the discovery period.   

CONCLUSION

At the very outset of these Oppositions, nearly four years ago, we corresponded with 

Omega’s counsel proving multiple representative examples of third-party fraternity and sorority 

merchandising of affinity goods bearing insignia containing the Greek alphabet letter, Ω, and the 

word, Omega. See Applicant’s Exhibit 1. Again we emphasized this to Omega’s counsel prior to 

the commencement of discovery. See Applicant’s Exhibit 2 . In both of these items, we informed 

Omega’s counsel that  the Alpha Tau Omega Fraternity has been in operation since, 1865, the 

Alpha Chi Omega Sorority has been in operation since 1885, and the Chi Omega Sorority has 

been in operation since 1895. Then – a third time – in our initial disclosures, we identified these 

organizations as witnesses and further identified the documentary evidence to which Omega now 

feigns “surprise” by disclosing as follows:

Categories of documents and tangible things within the possession, 
custody or control of Applicant, which it may use to support its 
claims and defenses in this action:

2. Examples of widespread use of the Omega word and 
symbol, Ω, on fraternity and sorority jewelry and other 
merchandise dating back to the 1800s.

See Applicant’s Exhibit 3.

For whatever strategic reason, Omega never followed up with any discovery requests 

directed to this information. That strategy decision is Omega’s self-inflicted problem, it is the 
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“consequence of  the party’s own carelessness, inattention, or willful disregard.” Hewlett-

Packard Co. , 931 F.2d at 1552-53 (Fed. Cir. 1991). So it is not “excusable neglect” warranting 

further delays and the reopening of discovery. 

ACCORDINGLY, Opposer’s motion to delay consideration of the Applicant’s Motion 

for Summary and to reopen discovery to allow the taking of depositions should be 

OVERRULED. 

Respectfully requested, 

/jackawheat/
Jack A. Wheat
Mari-Elise Taube
STITES & HARBISON PLLC
400 West Market Street, Suite 1800
Louisville, Kentucky  40202-3352
Telephone: (502) 587-3400

Counsel for Alpha Phi Omega

CERTIFICATE OF SERVICE AND ELECTRONIC SUBMISSION

I hereby certify that a true copy of this item, ALPHA PHI OMEGA’S OPPOSITION TO 

MOTION TO DELAY CONSIDERATION OF MOTION FOR SUMMARY JUDGMENT &

FOR DISCOVERY is being filed electronically with the U.S. Patent and Trademark Office using

the ESTTA service, and a copy has been served on counsel for Opposer by mailing a copy this 

22nd day of September, 2014, via First Class Mail, postage prepaid, to:

Jess M. Collen
Thomas P. Gulick
Oren Gelber
COLLEN IP 
The Holyoke-Manhattan Building 
80 South Highland Ave.
Ossining, New York 10562
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/jackawheat/_____________
Jack A. Wheat
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